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RCIAL LITIGATION

Uncover Knowledge
and Avoid Surprises

By C. Bailey King, Jr.
and Evan M. Sauda

To maximize

effectiveness, you
should integrate this
tool into your overall
discovery strategy.
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Using 30(b)(6)
Depositions to Bind
Corporations

Commercial litigation by definition usually doesn’t involve

individuals; it involves corporations suing one or more

corporations or other corporate entities. However, a corpo-

ration can only act through its employees. Thus, for dis-

covery purposes, a lawyer must attempt to
determine which documents are relevant
and which people within a corporation
have relevant information. Two risks of
commercial litigation are that an attorney
can learn at the end of a discovery period
that relevant documents exist that some-
one failed to request or that every corpo-
rate employee deposed answered “I don't
know” to a critical question.

Federal Rule of Civil Procedure 30(b)(6)
and comparable state rules provide com-
mercial litigators with a tool to minimize
these risks by allowing them to depose a
corporation or other organization that is
actually a party to a litigation. To maximize
this discovery tool, though, a litigator must
use Federal Rule of Civil Procedure 30(b)
(6) or the state equivalent depositions stra-
tegically as part of overall discovery plans.
The purpose of this article is to provide
some insight into how a litigator can use
a 30(b)(6) deposition to uncover a corpo-
ration’s knowledge and to avoid litigation
surprises. In doing so, this article will dis-

cuss cases decided under Federal Rule of
Civil Procedure 30(b)(6). Most states, how-
ever, have enacted comparable rules so the
principles articulated here will probably
apply in either a federal or a state court. See, |
e.g, Mo. R. Civ. P. 57.03(b)(4); Ark. R. Civ. P. |
30(b)(6); N.C. R. Civ. P. 30(b)(6). ‘

Deciding Whether to
Use Rule 30(b)(6)
Of course, before seeking a 30(b)(6) depo- |
sition you first need to determine whether |
it is a proper tool for a particular case. The |
advantages of a 30(b)(6) deposition are that
it allows a deposing party seeking discov-
ery simply to provide a list of deposition
topics shifting the burden to the corpo-
ration to designate one or more suitable
spokespersons on those topics, and those
spokespersons’ testimony will bind the
corporation.

Federal Rule of Civil Procedure 30(b)
(6) follows:

(6) Notice or Subpoena Directed to an

Organization. In its notice or subpoena,
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a party may name as the deponent a pub-
lic or private corporation, a partnership,
an association, a governmental agency,
or other entity and must describe with
reasonable particularity the matters
for examination. The named organiza-
tion must then designate one or more
officers, directors, or managing agents,
or designate other persons who con-
sent to testify on its behalf; and it may
set out the matters on which each per-
son designated will testify. A subpoena
must advise a nonparty organization of
its duty to make this designation. The
persons designated must testify about
information known or reasonably avail-
able to the organization. This paragraph

(6) does not preclude a deposition by any

other procedure allowed by these rules.
Fed. R. Civ. P. 30(b)(6).

The purpose of the rule, which was
enacted in 1970, was to “reduce the diffi-
culties now encountered in determining,
prior to the taking of a deposition, whether
a particular employee or agent is a ‘manag-
ingagent.” See Fed. R. Civ. P. 30(b)(6) advi-
sory committee’s note (1970). The rule also
intended to “curb the ‘bandying’ by which
officers or managing agents of a corpo-
ration are deposed in turn but each dis-
claims knowledge of facts that are clearly
known to persons in the organization.” Id.
Conversely, the rule protects a corporation
from unnecessary depositions sought by
another seeking knowledge on a particu-
lar topic. Id.

Having the ability to list deposition top-
ics with a notice or subpoena to depose
a corporation has a trade-off: the party
seeking information cannot also request
that a particular designee testify. If you
need the testimony of a particular officer
or employee, a 30(b)(1) deposition will suf-
fice to obtain that person’s testimony; how-
ever, if you take that route, you don’t have
a guarantee that that particular deponent
will have knowledge about specific top-
ics. You may not need a 30(b)(6) depo-
sition from a corporate designee from a
small corporation because one particu-
lar individual probably would have the
relevant knowledge; however, in a large
corporation information tends to become
dispersed among a large number of indi-
viduals, for instance, among members of
alarge department. In sum, you likely will

find 30(b)(6) depositions more useful when
you need discovery from larger organiza-
tions where information relevant to cases
tends to become scattered among multi-
ple employees or departments. A 30(b)(6)
deposition offers the opportunity to take
a wide-ranging deposition on a variety of
topics germane to a case at the “cost” of
only one deposition—a particularly impor-
tant consideration given the presumptive
limits on depositions under the Federal
Rules of Civil Procedure; more than 10 typ-
ically requires leave of the court. See Fed.
R. Civ. P. 30(a)(2)(A)(i). However, note that
a corporation doesn’t have an obligation
to put a person with direct knowledge of
the facts forward as its corporate designee,
although after completing a 30(b)(6) depo-
sition an attorney could depose the person
with such direct knowledge under Federal
Rule of Civil Procedure 30(b)(1).

Timing a 30(b)(6) Deposition

The next consideration is when is the best
time in the “life” of a case to take a 30(b)
(6) deposition. The two schools of thought
are to take it either at the beginning of the
discovery period to survey the “lay of the
land,” or to take it at the end of discovery
to tie up loose ends.

Taking a 30(b)(6) deposition at the
beginning of a case can give you a sense
of the knowledge possessed by a corpo-
ration so that you can formulate focused
written discovery requests and target the
key employees with knowledge of the rele-
vant facts. You can then depose those indi-
viduals once an opponent has produced all
the relevant documents. This is especially
useful if the other party’s original docu-
ment production does not seem to provide
the relevant communications or identify
the key employees with knowledge of the
relevant facts. During an early 30(b)(6)
deposition you can also learn about a com-
pany’s document-retention policy to find
out which documents the company may
still have that you could ask it to produce
in a discovery request. When used for this
purpose, a 30(b)(6) deposition can serve
as a roadmap for the remainder of discov-
ery in a case.

Alternatively, taking a 30(b)(6) dep-
osition at the end of a case can fill gaps.
The deposition would notice those top-
ics for which previously deposed individ-

uals lacked knowledge or did not address
adequately. When used for this purpose,
a 30(b)(6) deposition can provide testi-
mony on those unexplored areas eliminat-
ing fishing expeditions requiring multiple
depositions to find someone in a company
with actual knowledge of particular topics.

Either way, you should consider the tim-
ing of a 30(b)(6) deposition as part of your

Having the ability to

list deposition topics with
~anotice or subpoena to

depose a corporation

has a trade-off: the party
seeking information

cannot also request that a
particular designee testify.

overall case strategy rather than as after-
thought to other discovery.

Noticing a 30(b)(6) Deposition
and Designating the Location
A 30(b)(6) deponent must receive a formal
written notice that adheres to Federal Rule
of Civil Procedure 30(b)(1) that complies
with the other Federal Rule 30(b) require-
ments, as well as with the Federal Rule
30(a) requirements that apply when a party
must secure leave of a court for a deposi-
tion. Basically, noticing for a 30(b)(6) dep-
osition mostly will proceed the same as for
a regular deposition with two important
exceptions.

First, as with a regular deposition notice,
a 30(b)(6) deposition notice must supply
the deposition location. But while the rules
of civil procedure presume that depos-
ing parties will take 30(b)(6) depositions
at the deponents’ principal places of busi-
ness, courts adjudicating pending actions
have discretion to order that these depo-
sitions take place in other locations, and
deposing parties do urge courts to use that
discretion. See, e.g., Nat’l City Reinvestment
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Coalition v. Novastar Fin., Inc., 604 F. Supp.
2d 26 (D.D.C. 2009). Second, 30(b)(6) depo-
sition notices must supply a list of the top-
ics that the deposing parties will cover. This
feature distinguishes 30(b)(6) deposition
notices from regular deposition notices.

Deposition Location
As mentioned, as with most depositions

Court'sﬁhé‘ve interpreted
“reasonable particularity”
differently when determining
whether a deposing party’s
notice met this requirement.

the rules of civil procedure presume that
a deposing party will take a 30(b)(6) dep-
osition at the corporation’s principal place
of business rather than wherever the case
is pending. See In re Outsidewall Tire Liti-
gation, 267 ER.D. 466, 473 (E.D. Va. 2010)
(“courts have generally recognized a pre-
sumption that Rule 30(a)(1) or 30(b)(6)
depositions of a foreign defendant corpora-
tion’s officers or managing agents should be
taken at the corporation’s principal place of
business”). For example, in United States ex
rel. Barko v. Halliburton Co., 270 FR.D. 26
(D. D.C. 2010), the plaintiff sought a 30(b)
(6) deposition of a defendant headquar-
tered in Amman, Jordan, but attempted to
take this deposition in the U.S. District of
Columbia. Barko, 270 ER.D. at 27. The de-
fendant objected, offering to appear vol-
untarily for the 30(b)(6) deposition, but
in Jordan. Id. at 29. The plaintiff sought to
compel the deposition in the United States
arguing that, among other things, Jor-
dan lacked proper procedures for a dep-
osition and taking the deposition there
would put a greater burden on plaintiff. Id.
at 29-30. The District Court for the Dis-
trict of Columbia ordered that the deposi-
tion take place in Jordan at the company’s
principal place of business noting that the
company consented to the deposition, and
Jordan did not outright prohibit such dep-
ositions. Id. at 29.
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A court adjudicating an action, how-
ever, has discretion to order that a 30(b)
(6) deposition take place in another loca-
tion. See, e.g., Nat’l City Reinvestment Co-
alition v. Novastar Fin., Inc., 604 F. Supp. 2d
26 (D.D.C. 2009). In the National City case,
the court noted four relevant factors cited
Wright, Miller & Marcus’s Federal Practice
and Procedure: Civil 2d: the location of the
counsel; the size of the corporation and the
frequency of the travel; resolution of dis-
putes by the court; and the nature of the
claim and the parties’ relationship. Id. at
31-32. The National City court considered
these factors, and after noting the general
rule, required a defendant with its principal
place of business in Kansas City to appear
for its deposition in the District of Colum-
bia. Id. See also e.g., Custom Form Mfg., Inc.
v. Omron Corp., 196 ER.D. 333, 336-338
(N.D.Ind.2000) (ordering that a deposition
of a Japanese corporation occur in United
States) and In re Honda American Motor
Co., 168 ER.D. 535 (D. Md. 1996) (same).

In short, if the involved parties do not
site a 30(b)(6) deposition by consent, the
parties should have a hardship analysis to
determine the location. This is much less
crucial when a deposition does not involve
international travel; however, in that situ-
ation, courts appear more inclined to hold
depositions within their jurisdictions.

Deposition Topics

The rules of civil procedure require that the
topic list—the distinguishing feature of a
30(b)(6) deposition notice—state the top-
ics with “reasonable particularity.” Fed. R.
Civ. P. 30(b)(6). This raises two questions.
First, what does “reasonable particularity”
mean? And second, if a notice fails to state
the topics to this standard, how can a court
deal with it?

Courts have interpreted “reasonable par-
ticularity” differently when determining
whether a deposing party’s notice met this
requirement. In Alexanderv. FBI, 186 ER.D.
137 (D.D.C. 1998), the plaintiffs sought a
30(b)(6) deposition on “the computer sys-
tems commonly known as or referred to as
‘Big Brother’ and/or ‘WHODB.” Alexan-
der, 186 ER.D. at 140. The court held that
the notice was proper, stating that the de-
fendant “was on sufficient notice of what
discoverable matters the plaintiffs would
inquire into on the WhoDB deposition”

since the “parties are well aware of the dis-
coverable issues in this case.” Id. The Alex-
ander holding contrasts with the ruling in
Reedv. Nellcor Puritan Bennett & Mallinck-
rodt, Inc., 193 FR.D. 689 (D. Kan. 2000), in
which the court found that a 30(b)(6) no-
tice was not reasonably particular. Reed,
193 F.R.D. at 692. The inadequate notice in-
cluded language that the deposition would
“include, but not [be] limited to” the topics
given, and, the court held, this would sub-
mit the company to an “impossible task.” Id.
The Reed court held that when a deponent
“cannot identify the outer limits of the ar-
eas of inquiry,” it could not properly desig-
nate witnesses to respond. Id. Furthermore,
although not all courts are as stringent, the
best practice is to include a topic list with a
deposition notice. Bank of New York v. Me-
didien Biao Bank Tanzania, Ltd., 171 FR.D.
135, 145-146 (S.D.N.Y. 1997) (Francis, M.J.)
(finding that informal requests contained in
letters between counsel did not constitute
proper notice under 30(b)(6)); but see Alex-
ander, 186 ER.D. at 140 (finding it sufficient
to clarify in later communications the dep-
osition topic only vaguely described dur-
ing noticing).

As to the remedy for an insufficient
notice, that involves a simpler analysis. A
court may quash or modify a notice that
fails to state the topics with reasonable
particularity, consistent with its discovery
powers to regulate other discovery. See Fed
R. Civ. P. 26(c), Fed. R. Civ. P. 37; Reed, 193
ER.D. at 692.

Responding to Objections

to the List of Topics

In responding to a 30(b)(6) deposition

notice, a corporation’s duties are as follows:
(1) the [corporation’s representative]
must be knowledgeable on the subject
matter identified as the area of inquiry;
(2) the [corporation] must designate
more than one deponent if necessary in
order to respond to the relevant areas
of inquiry...; (3) the [corporation] must
prepare the [deponent] to testify on mat-
ters not only known by the deponent,
but those that should be known by the
[corporation]; and (4) the [corporation]
must substitute an appropriate deponent
when it becomes apparent that the pre-
vious deponent is unable to respond to
certain relevant areas of inquiry.




7 James Wm. Moore et al., Moore’s Federal
Practice 430.25[3] (3d ed. 2011).

In fulfilling these duties, a corpora-
tion must prepare a designee to testify on
all matters within the scope of the areas
of inquiry known to or reasonably avail-
able to the corporation, including the cor-
poration’s subjective beliefs and opinions.
Id. This obviously significantly burdens a
corporation.

In light of this burden, most lawyers
will respond to a 30(b)(6) deposition notice
with a litany of objections similar to those
asserted when they object to written dis-
covery requests. The purpose of these
objections is usually two-fold: (1) to limit a
corporation’s duty to prepare a witness to a
manageable scope, and (2) to limit the tes-
timony that will bind a company. If a party
objects to a topic and refuses to produce a
witness on that topic, a court could pre-
clude that party from offering testimony on
that topic during a trial. See United States v.
Taylor, 155 F.R.D. 356, 360 (M.D.N.C. 1961).
Thus, most lawyers use the objections to
negotiate the scope of the topics rather than
to avoid producing corporate designee wit-
nesses altogether.

A lawyer taking a 30(b)(6) deposition,
therefore, needs to determine whether a
corporation’s testimony will provide suffi-
cient information if the corporation objects
to some topics. For example, a deposing
attorney may view it as acceptable for a
large corporation to limit its testimony on
its document-retention policy to the divi-
sion of the corporation involved in the lit-
igation in some circumstances but not in
others. For instance, if a deposing attorney
needs to elicit information related to a cor-
poration’s size for the purpose of showing
inequality of bargaining power between
the parties, the attorney may not view that
limitation as acceptable.

If litigating parties cannot agree on the
scope of the deposition topics, the party
responding to the 30(b)(6) notice has the
onus to file a motion for a protective order
before the deposition. See Fed. R. Civ. P;
Moore’s Federal Practice §30.25[3]. If a
corporation does not move for a protective
order, and the witness cannot provide testi-
mony on a topic, as mentioned, a court may
sanction the corporation and preclude it
from offering testimony on that topic dur-
ing a trial. See Taylor, 155 F.R.D. at 360.

However, the lawyer taking the deposition
must respond to the objections to prevent
misunderstanding at the time of the dep-
osition on the scope of the deposition top-
ics. Otherwise the deposing lawyer may

have to file a motion to compel testimony
under Federal Rule of Civil Procedure 37
if he or she views the level of preparation
or knowledge of the 30(b)(6) deponent as
unsatisfactory.
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Taking a 30(b)(6) Deposition

In general, a 30(b)(6) deposition proceeds
just as any other deposition with two excep-
tions. First, a corporation’s testimony dur-
ing a 30(b)(6) deposition is limited to the
topics identified with the deposition notice.
Paparelli v. Prudential Ins. Co., 108 E.R.D.
727, 730 (D. Mass. 1985). Second, unlike
individual depositions, in many instances

Unlike individual
depositions, in many

instances deposing

lawyers won’t accept |
don’t know” as answers.

deposing lawyers won’t accept “I don’t
know” as answers. These two differences
can lead to disputes between a deposing
lawyer and the defending lawyer regarding
how a deposition should proceed.

Because the deposition scope is limited
to the previously identified topics, a corpo-
ration’s counsel will likely object if a depos-
ing lawyer asks questions about topics other
than the noticed topics. It is not proper,
however, for counsel to instruct a witness
not to answer a question merely because it
isn’t about the designated deposition top-
ics. To the contrary, a deposing attorney or-
dinarily may question a 30(b)(6) deponent
as broadly as any other deponent. See, e.g,
Kingv. Pratt & Whitney, 161 E.R.D. 475, 476
(S.D. Fla. 1996). However, a 30(b)(6) witness’
answers to questions beyond the scope of
the 30(b)(6) topics will not bind a corpora-
tion. Instead, they are treated as the witness’
individual answers only. See, e.g., Flachen-
bergv. New York State Dep’t of Educ., 567 F.
Supp. 2d 513, 521 (S.D.N.Y. 2008). Thus, if
a question exceeds the noticed deposition
range, the defending lawyer should object to
the question, note on the record that it ex-
ceeds the range of the topics, the corpora-
tion has not prepared the witness to answer
that question on behalf of the corporation,
and the witness can answer the question
based on his or her individual knowledge
but the answer will not bind the corpora-
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tion. See EEOC v. Caesars Entertainment,
Inc., 237 F.R.D. 428, 432 (D. Nev. 2006).

Similarly, sometimes a deposing law-
yer will need to clarify that a witness has
answered a question as a corporation’s
designee so that the answer will bind the
corporation. For example, if a 30(b)(6)
witness answers “I don’t know” to a ques-
tion, sometimes a deposing lawyer should
follow up that answer by asking a ques-
tion to clarify that the witness has testi-
fied on behalf of the corporation, such as
“Is it your testimony that the corporation
does not know?” A deposing lawyer also
can accomplish this by asking questions at
the beginning of a deposition to confirm
that the witness understands that he or she
will testify on behalf of the corporation on
the noticed topics and asking what he or
she did to prepare to answer questions.
Although a deposing attorney doesn’t need
to take these steps to establish binding cor-
poration testimony, they can help if a dis-
pute arises over whether a 30(b)(6) witness’
answer should bind the corporation.

The other question that often arises in a
30(b)(6) deposition is, what should lawyers
and courts do if a 30(b)(6) witness does not
know the answer to a question that is clearly
within the range of the deposition topics?
The obligation to prepare a witness for a
30(b)(6) deposition “does not mean that
the witness can never answer that the cor-
poration lacks knowledge of a certain fact.”
Chick-Fil-A v. ExxonMobil Corp., Case No.
08-61422, 2009 U.S. Dist. Lexis 109588, at
*37-38 (S.D. FL Nov. 10, 2009); see also Cost
v. County of Burlington, 254 F.R.D. 187, 190
(“Simply because defendant’s witness could
not answer every question posed to him does
not equate to the fact that defendant did not
satisfy its obligation to prepare its 30(b)(6)
witness”). Indeed, the “absence of know-
ledge is, by itself, a fact that may be relevant
to the issues in a given case.” Id. For exam-
ple, it is possible that the only employees
who have knowledge of a specific fact may
have left the company. A corporation does,
however, have a duty to prepare its 30(b)(6)
witness to testify on all information known
to or reasonably available to the corpora-
tion about the specific topics. See, e.g., Bank
of New York v. Meridien Biao Bank Tanza-
nia, Ltd., 171 FR.D. 135, 151 (S.D.N.Y. 1997)
(finding that a deponent must prepare a des-
ignee to that extent reasonably available,

whether from documents, past employees,
or other sources). If during the course of a
deposition it becomes clear that a 30(b)(6)
witness is not prepared to answer questions
on the noticed topics, the corporation must
substitute another witness. See, e.g,, Dravo
Corp. v. Liberty Mut. Ins. Co., 164 ER.D. 70,
75 (D. Neb. 1995).

With this in mind, a deposing lawyer
should ask questions to determine whether
a30(b)(6) witness doesn’t know something
because the corporation inadequately pre-
pared him or her or because the corpo-|
ration truly does not have the requested
information. In addition, a deposing law-
yer should consider whether a corporation’s
lack of knowledge is strategically advanta- |
geous. For example, if a deposing lawyer’s |
theory of a case is that the corporation had |
its “head in the sand,” the deposing lawyer
may not want the corporation to substi-|
tute another witness who may testify more
helpfully for the corporation. |

If, on the other hand, a deposing law-|
yer by covering a particular topic aims to
learn information that a corporation should
know and that the deposing lawyer needs,
the deposing lawyer will need to create a
record that establishes that the corpora-
tion has not prepared the witness to an-
swer questions about the topic and should
request that the corporation substitute an-
other corporate designee to address it. For
instance, a deposing lawyer should proba-
bly ask a corporation to substitute another
designee if the lawyer needs to uncover the
existence of akey corporate policy. Further,
under Federal Rule of Civil Procedure 30(b)
(6), failing to produce a prepared and edu-
cated corporation witness is “tantamount
to nonappearance at a deposition, meriting
the imposition of sanctions.” Pioneer Drive,
LLC v. Nissan Diesel Am., Inc., 262 ER.D.
552, 555 (D. Mont. 2009). Accordingly, if a
corporation does not agree to make a sub-
stitute witness available, the deposing law-
yer can move to compel the corporation to
designate a witness under Federal Rule of
Civil Procedure 37(a)(3)(ii) and seek sanc-
tions. That said, courts typically only award
monetary sanctions in egregious circum-
stances. See, e.g., Commodity Futures Trad-
ing Comm’n v. Noble Metals Int’l, Inc., 67
F.3d 766, 771 (9th Cir. 1995) (finding that
the trial court properly sanctioned a cor-

Depositions, continued on page 66
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poration when it failed to send represen-
tatives to the first deposition, sent officer
who invoked the privilege against self-
incrimination in the second deposition,
and later ignored the court’s order to des-
ignate a person who would not invoke the
privilege against self-incrimination).

Using a 30(b)(6) Deposition Transcript
Obviously, the way that you use a 30(b)(6)
deposition will depend on the purposes
for which you took it. If you take a 30(b)
(6) deposition early for the purpose of get-
ting “the lay of the land,” the transcript can
serve as a roadmap for future discovery,
identifying the key documents that as the
deposing party you should request and the
key individuals whom you should depose.
You probably would not use it for substan-
tive purposes. If you take a 30(b)(6) depo-
sition later during the discovery period for
the purpose of filling in gaps in testimony,
however, the transcript may become crit-
ically important to a summary judgment
motion and during a trial.

As discussed above, one of the advan-
tages of 30(b)(6) deposition testimony is
that the corporation is bound by it. In

general, this means that a corporation
“cannot present a theory of the facts that
differs from that articulated by the desig-
nated Rule 30(b)(6) representative. Moore’s
Fed. Pract. §30.25[3]. During the summary
judgment stage this means that a corpora-
tion cannot defeat a motion for a summary
judgment by submitting an affidavit that
conflicts with its 30(b)(6) testimony. Hyde
v. Stanley Tools, 107 F. Supp. 2d 992, 992
93 (E.D. La. 2003).

Federal Rule of Evidence 801(d)(2), how-
ever, does not treat 30(b)(6) deposition tes-
timony as an admission that absolutely
binds a corporation. See, e.g, A.I Credit
Corp. v. Legion Ins. Co., 265 F.3d 630, 637
(7th Cir. 2001). Instead, the Federal Rules of
Evidence govern the admissibility of 30(b)
(6) deposition testimony for trial purposes.
That said, the testimony does constitute an
admission by a party opponent and there-
fore is not inadmissible hearsay, although
testimony about statements by others may
constitute hearsay. Norwest Bank, N.A.
v. Kmart Corp., No. 3:94-CV-79RM, 1997
U.S. Dist. Lexis 3422, at *12-13 (N.D. Ind.
Jan. 23,2997). In addition, an attorney can
use the deposition transcript in a trial in
the same manner as any other deposition.

Thus, if a corporate witness offers testi-
mony during an actual trial that contra-
dicts the corporation’s 30(b)(6) deposition
testimony, an opponent can use the deposi-
tion transcript for impeachment purposes.
See, e.g., State Farm Mut. Auto Ins. Co. v.
New Horizons, Inc., 250 ER.D. 203 (E.D. Pa.
2008). Then the jury would weigh the credi-
bility of the corporate witness’ testimony in
light of the conflicting 30(b)(6) testimony.
A.IL Credit Corp., 256 F.3d at 637. In either
case, the party using a 30(b)(6) deposition
transcript will probably want to request an
instruction explaining to a jury the signif-
icance of 30(b)(6) deposition testimony.

Conclusion

When used strategically, 30(b)(6) depo-
sitions can become extremely effective
discovery tools. To maximize a 30(b)(6)
deposition, though, an attorney should
integrate it into an overall discovery plan.
Regardless of whether an attorney takes
a 30(b)(6) deposition at the beginning of
discovery or the end, a well-planned 30(b)
(6) deposition results in the same thing; it
offers the lawyer an opportunity to exhaust
the corporation’s knowledge and minimize
surprises during a trial. FD
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Non-retained, from page 32

mony fully during a trial. A non-retained
expert is still an expert and must qualify
as such to pass the gatekeeping standard of
Daubert. See Kumho Tire Co. v. Carmichael,
526 U.S. 137, 152 (1999) (making clear the
Daubert standard applies to all experts, not
just those providing “scientific” testimony).

To establish your expert’s qualifica-
tions and preempt a Daubert challenge,
you should prepare for a deposition of a
non-retained expert just as you would for a
retained expert. Address a non-retained ex-
pertwitness’ training, education, licensing,
and experience. Highlight the reliability of
his or her testimony by asking questions
that establish that he or she is qualified to
testify about the designated subject matter.
See Daubert v. Merrell Dow Pharms., Inc.,
509 U.S. 579, 590, 592-94 (1993) (providing
factors for determining reliability).

At the same time, do not overlook an
opportunity to set up a Daubert motion to
exclude an opposing party’s non-retained
expert. Challenge the expert’s qualifica-
tions to testify about the designated sub-
ject matter. Question the expert’s methods
and the authority on which he or she relies.
And of course, force the expert to commit

to the specific issues and facts about which
he or she will testify.

Timing Considerations

In many cases you could and should dis-
close non-retained experts early in dis-
covery as fact witnesses. This may cause
problems if you are unsure of the exact tes-
timony you want, or will be able to elicit,
from the witness. To comply with the rules,
and thwart a motion in limine to restrict a
witness, take care to update your disclo-
sures in suitable time. Understand that the
witness may need to endure multiple depo-
sitions if he or she is disclosed twice. It has
been my experience that judges are will-
ing to grant additional deposition time if
an opposing counsel could not have antic-
ipated the new subject matter or opinions
before the first deposition happened.

If you know that you will disclose a wit-
ness twice, be sure to limit the first depo-
sition to factual questions. Doing this will
eliminate the pressure of making sure that
his or her testimony remains the same for
a second deposition. It will also prevent
an opposing counsel from eliciting expert
opinions before you fully understand what
those opinions will be.

Take Advantage of the Benefits
Non-retained experts can provide distinct
opportunities in many commercial litiga-
tion cases. Employee experts can relay their
firsthand knowledge of the relevant facts
and circumstances to enhance the plausi-
bility of their opinions. Fact finders often
assign greater weight to the person who
lived and breathed the problems that led to
litigation and who can explain why deci-
sions were made in the heat of the moment.
And although pretrial practice frequently
focuses on the minutiae of a case, when
it comes to a trial, jurors want to hear the
whole story. The right employee can pro-
vide this background and win the confi-
dence of fact finders along the way.
Experts outside of your client’s control
can testify without the burden of a precon-
ceived bias. That third party can bolster
your case with opinions formed separately
from any litigation. His or her mantle of
independence can increase a fact finder’s
confidence in your version of the story,
which is especially important in a world
where jurors often feel tasked with choos-
ing between competing “hired guns.” HD
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Trade Dress, from page 50

evaluate the impressions created by the
competing trade dresses from the perspec-
tive of an ordinary consumer.

A court or the Trademark Trial and
Appeal Board may evaluate several factors
in determining the likelihood of confu-
sion, including “(1) the degree of similarity
between the owner’s mark and the alleged
infringing mark; (2) the strength of own-
er'’s mark; (3) the price of the goods and
other factors indicative of the care and
attention expected of consumers when
making a purchase; (4) the length of time
defendant has used the mark without evi-
dence of actual confusion arising; (5) the
intent of the defendant in adopting the
mark; (6) the evidence of actual confusion;
(7) whether the goods, though not compet-
ing, are marketed through the same chan-
nels of trade and advertised through the
same media; (8) the extent to which the
targets of the parties’ sale efforts are the
same; (9) the relationship of the goods in
the minds of the public because of the sim-
ilarity of function; (10) other facts suggest-
ing that the consuming public might expect
the prior owner to manufacture a product
in the defendant’s market.” Scott Paper Co.
v. Scott’s Liquid Gold, Inc., 589 F.2d 1225,
1229 (3d Cir. 1978).

Remedies
If a court finds that the likelihood of con-
fusion exists between two competing trade

dresses and finds that the alleged infringer
violated the rights of an enforceable trade
dress under the Lanham Act, then a claim-
ant is entitled to injunctive relief, to recover
its damages, and to receive an award based
on the infringer’s profits associated with
the infringing trade dress. 15 U.S.C. §§1114,
1116, 1117. When a court finds an infringer
acted maliciously, fraudulently, deliber-
ately, or willfully, then the wronged party
may receive treble damages and attorney
fees as well. 15 U.S.C. §1117.

Concluding Recommendations

A few recommendations follow for busi-
nesses already using trade dresses or those
considering developing them for use in the
future. First, when creating a trade dress,
combine nonfunctional features making
sure that several are unique in the indus-
try or field. Completing market and Inter-
net research can help identify appropriately
unique features. Second, a business should
present its trade dress uniformly and con-
sistently. Consistency and uniformity
strengthen the legal, marketing, and eco-
nomic value of a trade dress. Further, uni-
formly and consistently presenting a trade
dress continually reinforces in the mind of
consumers the commercial impression of
the association between a good or service
and its sources. See McCarthy on Trade-
marks and Unfair Competition §7:38.50
(4th ed. Nov. 2011). Third, incorporate as
many features of a trade dress as possi-

ble into advertising campaigns and infor-
mational materials as well as throughout
the entire organization. Advertising using
the “look for” strategy, such as “look for
this mark” or “look for this color scheme,”
can particularly effectively attract con-
sumers’ attention to specific trade dress
features as source identifiers. Fourth, a
business should always use the applica-
ble trademark notices its advertisements
such as “®” and “TM” Fifth, a business
should maintain copies of advertisements
that incorporate features of its trade dress,
records of the costs associated with the
advertisements, and reports of the media
outlets used, the number of times that the
advertisements ran, and the sales associ-
ated with the advertisements. The Camp-
bell decision referenced above highlights
the importance of tracking this informa-
tion for purposes of establishing second-
ary meaning. Sixth, a business should not
file utility-related patent applications or
otherwise promote the utilitarian advan-
tages of the features of a trade dress. Sev-
enth, a business must keep detailed records
of reports that consumers have confused its
trade dress and that of another. Eighth, a
business should consider filing an applica-
tion with the U.S. Patent and Trade Office
for federal trade dress registration. Lastly,
a business should record any federal reg-
istrations with the United States Customs
Office. FD

Attorneys’ Fees, from page 27

When a defendant prevails, the district
court evaluates the “plaintiff’s conduct
in bringing the lawsuit and the manner
in which it was prosecuted” in determin-
ing exceptionality. Welding Services, Inc.
v. Forman, 301 F. App’x 862, 862 (11th Cir.
2008) (citing Nat’l Ass’n of Prof’l Baseball
Leagues, 223 F.3d at 1148). Applying this
standard, a court may justify granting a
fees award to a defendant when a plaintiff
brings an “obviously weak” Lanham Act
claim and acts with an improper motive.
Id. at 862-863.

D.C. Circuit

The D.C. Circuit assumes “that Congress
did not intend to limit recovery of fees to
the rare case in which a court finds that
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the plaintiff ‘acted in bad faith, vexatiously,
wantonly, or for oppressive reasons.” Nox-
ell Corp. v. Firehouse No. I Bar-B-Que Rest.,
771 E.2d 521, 526, 248 U.S. App. D.C. 329,

334 (D.C. Cir. 1985). Therefore, for a pre-.

vailing defendant, demonstrating that
the plaintiff acted with something less
than bad faith would render a case “excep-
tional”; more specifically, the D.C. Circuit
interprets “exceptional” in the Lanham
Act “to mean what the word is generally
understood to indicate—‘uncommon’ or
‘not run-of-the-mill.” Id. However, the D.C.
Circuit Court carefully has noted that Con-
gress also aimed to protect certain victims
from infringement by enacting the attor-
neys fees provision of the Lanham Act.
Id. at 524. A prevailing plaintiff thus could
receive attorneys’ fees when a court finds

willful or bad-faith infringement. Reader’s
Digest Ass’n, Inc. v. Conservative Dig, Inc.,
821 F.2d 800, 808, 261 U.S. App. D.C. 312,
320 (D.C. Cir. 1987).

Conclusion
One word in one sentence in one statute has
created quite a stir among the circuits, so
much so that attorneys cannot draw sim-
ple conclusions from reviewing the law
associated with attorneys’ fees awards in
“exceptional” Lanham Act cases. Each cir-
cuit applies its own standard, and only
some of them bear similarities to other -
circuits’ standards. Generally, the stan-
dards treat plaintiffs differently than they
treat defendants. Although we could sug-
gest that each circuit views an exceptional
Attorneys’ Fees, continued on page 70






